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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name DIRECTV, LLC

Granted to Date
of previous
extension

01/09/2013

Address 2230 East Imperial Highway
El Segundo, CA 90245
UNITED STATES

Attorney
information

Susan L. Heller
Greenberg Traurig, LLP
1840 Century Park East, Suite 1900
Los Angeles, CA 90067
UNITED STATES
latm2@gtlaw.com, kimce@gtlaw.com Phone:3105863867

Applicant Information

Application No 85430480 Publication date 09/11/2012

Opposition Filing
Date

01/04/2013 Opposition
Period Ends

01/09/2013

Applicant Courion Corporation
1900 West Park Drive, 1st Floor
Westborough, MA 015813919
UNITED STATES

Goods/Services Affected by Opposition

Class 009.
All goods and services in the class are opposed, namely: Computer software for use to compile,
manage, encrypt and store personal information; Computer software for use to access, collect and
modify network user identification; Computer software for workflow, helpdesk and network security
management; Computer software for use to automate password management allowing users to
securely reset and synchronize passwords across multiple applications, the internet, and local, wide
area and other global computer networks; Computer software to enable users of other computer
products to connect to and use customer help and support functions across multiple applications, the
internet, and local, wide area and other global computer networks; Computer software for automating
and managing security policy administration, enforcement, and compliance for users of software
applications; computer software, namely, identification management software for defining, managing,
establishing and assigning sets of users' access rights to applications, data, and networks; computer
software to receive, aggregate, define, store, model, manage, send, and present information on
relationships between people and their access rights to processes, projects, data, locations, and
business resources in an organization; Computer software for registering and authenticating digital
certificates; Computer software for accessing, creating and modifying network user identification
information; computer software for workflow management, help desk management, and network
security; Computer software which provides analysis of data being accessed within a network

http://estta.uspto.gov


Grounds for Opposition

False suggestion of a connection Trademark Act section 2(a)

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3687565 Application Date 12/13/2005

Registration Date 09/22/2009 Foreign Priority
Date

NONE

Word Mark DIRECTV + PLUS

Design Mark

Description of
Mark

The mark consists of A cyclone style design in a rectangle. "DIRECTV" appears
on the lower edge and "PLUS" written vertically, from bottom to top, appears on
the right edge. A "+" design appears at the corner.

Goods/Services Class 041. First use: First Use: 2005/07/01 First Use In Commerce: 2005/07/01
Distribution of radio programs for others; Distribution of television programs for
others; Entertainment services, namely, providing television programming in the
field of entertainment, general news, current events, sports and weather;
Entertainment in the nature of on-going television programs in the field of
entertainment, general news, current events, sports and weather

U.S. Registration
No.

3396112 Application Date 12/13/2005

Registration Date 03/11/2008 Foreign Priority
Date

NONE

Word Mark D DIRECTV + HDDVR

Design Mark

Description of
Mark

The mark consists of A cyclone style design in a rectangle. "DIRECTV" appears
on the lower edge and "HDDVR" written vertically, from bottom to top, appears



on the right edge. A "+" design apears at the corner.

Goods/Services Class 041. First use: First Use: 2006/08/01 First Use In Commerce: 2006/08/01
distribution of television programs for others; entertainment services, namely,
providing television programming in the field of entertainment, general news,
current events, sports and weather; entertainment in the nature of on-going
television programs in the field of entertainment, general news, current events,
sports and weather; entertainment services, namely, providing on-line reviews of
movies; entertainment services, namely, providing prerecorded music, all on-line
via a global computer network; providing ratings for television, movie and video
content

U.S. Registration
No.

3396111 Application Date 12/13/2005

Registration Date 03/11/2008 Foreign Priority
Date

NONE

Word Mark DIRECTV + HDDVR

Design Mark

Description of
Mark

The mark consists of A cyclone style design in a rectangle. "DIRECTV" appears
on the lower edge and "HDDVR" written vertically, from bottom to top, appears
on the right edge. A "+" design appears at the corner.

Goods/Services Class 038. First use: First Use: 2006/08/01 First Use In Commerce: 2006/08/01
audio broadcasting; communication via computer terminals, by digital
transmission or by satellite; data transmission and reception services via
telecommunication means; delivery of messages by electronic transmission;
electronic, electric, and digital transmission of voice, data, images, signals, and
messages; pay-per-view television transmission services; providing access to
telecommunication networks; satellite television broadcasting; satellite
transmission services; subscription television broadcasting; television
broadcasting; television transmission services; transmission of messages over
electronic media; transmission of sound and vision via satellite or interactive
multimedia networks; video broadcasting; video-on-demand transmission
services

U.S. Registration
No.

3396109 Application Date 12/13/2005

Registration Date 03/11/2008 Foreign Priority
Date

NONE

Word Mark DIRECTV + HDDVR



Design Mark

Description of
Mark

The mark consists of A cyclone style design in a rectangle. "DIRECTV" appears
on the lower edge and "HDDVR" written vertically, from bottom to top, appears
on the right edge. A "+" design appears at the corner.

Goods/Services Class 009. First use: First Use: 2006/08/01 First Use In Commerce: 2006/08/01
amplifiers; antennas; audio tape recorders; audio-video receivers; computer
hardware; computer software for use with telecommunications products, namely,
receivers, receiver modules, modulators, transmitters, multiplexers, decoder
boxes, data processors, television and video recorders, integrated circuits, set-
top boxes primarily comprised of a receiver and circuitry; computers and
instructional manuals sold as a unit; digital video recorders; pre-amplifiers;
programmable digital television recorders; receivers for satellites; remote
controls for operating television equipment, video equipment and computer
equipment; satellite receivers; set-top boxes; television receivers; television
sets; television transmitters; video projectors; and video tape recorders

U.S. Registration
No.

3396108 Application Date 12/13/2005

Registration Date 03/11/2008 Foreign Priority
Date

NONE

Word Mark DIRECTV PLUS +

Design Mark

Description of
Mark

The mark consists of A cyclone style design in a rectangle. "DIRECTV" appears
on the lower edge and "PLUS" written vertically, from bottom to top, appears on
the right edge. A "+" design appears at the corner.

Goods/Services Class 038. First use: First Use: 2005/07/01 First Use In Commerce: 2005/07/01
Audio broadcasting; Broadcasting programs via a global computer network;
Communication via computer terminals, by digital transmission or by satellite;
Communications services, namely, transmitting streamed sound and audio-
visual recordings via the Internet; Data transmission and reception services via
telecommunication means; Delivery of messages by electronic transmission;
Electronic mail services; Electronic message transmission; Electronic, electric,
and digital transmission of voice, data, images, signals, and messages; Pay-
per-view television transmission services; Providing access to



telecommunication networks; Providing multiple-user access to a global
computer information network; Satellite television broadcasting; Satellite
transmission services; Subscription television broadcasting; Television
broadcasting; Television transmission services; Transmission of messages over
electronic media; Transmission of sound and vision via satellite or interactive
multimedia networks; Video broadcasting; Video-on-demand transmission
services

U.S. Registration
No.

3396107 Application Date 12/13/2005

Registration Date 03/11/2008 Foreign Priority
Date

NONE

Word Mark DIRECTV PLUS

Design Mark

Description of
Mark

The mark consists of A cyclone style design in a rectangle. "DIRECTV" appears
on the lower edge and "PLUS" written vertically, from bottom to top, appears on
the right edge. A "+" design appears at the corner.

Goods/Services Class 009. First use: First Use: 2005/07/01 First Use In Commerce: 2005/07/01
amplifiers; antennas; audio tape recorders; audio-video receivers; computer
hardware; computer software for use with telecommunications products, namely,
receivers, receiver modules, modulators, transmitters, multiplexers, decoder
boxes, data processors, television and video recorders, integrated circuits, set-
top boxes primarily comprised of a receiver and circuitry; computers and
instructional manuals sold as a unit; digital video recorders; pre-amplifiers;
programmable digital television recorders; receivers for satellites; remote
controls for operating television equipment, video equipment and computer
equipment; satellite receivers; set-top boxes;television receivers; television sets;
television transmitters; video projectors; video tape recorders

U.S. Registration
No.

3382802 Application Date 02/09/2005

Registration Date 02/12/2008 Foreign Priority
Date

NONE

Word Mark DIRECTV



Design Mark

Description of
Mark

NONE

Goods/Services Class 038. First use: First Use: 2005/01/01 First Use In Commerce: 2005/01/01
Satellite television broadcasting services, broadcasting programs via a global
computer network, providing access to telecommunication networks, telematic
sending of information, electronic mail services, electronic transmission of
messages and data, pay-per-view television transmission services, delivery of
messages by electronic transmission; video broadcasting and instant messaging
services, video-on-demand transmission services, providing multiple-user
access to a global computer information network
Class 041. First use: First Use: 2005/01/01 First Use In Commerce: 2005/01/01
Television programming and production services, programming on a global
computer network, distribution of television programs for others, providing on-
line interactive computer databases of information in the fields of entertainment,
current events, sports, and television programming lists and schedules of others

U.S. Registration
No.

3317113 Application Date 11/10/2004

Registration Date 10/23/2007 Foreign Priority
Date

NONE

Word Mark DIRECTV WORLDDIRECT

Design Mark

Description of
Mark

The mark consists of the trademarks DIRECTV and WORLDDIRECT and a
curved line.

Goods/Services Class 038. First use: First Use: 2004/12/03 First Use In Commerce: 2004/12/03
SATELLITE TELEVISION TRANSMISSION AND BROADCASTING SERVICES;
PAY-PER-VIEW TELEVISION TRANSMISSION SERVICES; ON-DEMAND
TELEVISION BROADCAST SERVICES

U.S. Registration
No.

3225656 Application Date 11/10/2004

Registration Date 04/03/2007 Foreign Priority NONE



Date

Word Mark DIRECTV WORLDDIRECT

Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 2004/12/03 First Use In Commerce: 2004/12/03
TELEVISION PROGRAMMING AND PRODUCTION SERVICES, MULTI-
LANGUAGE TELEVISION PROGRAMMING SERVICES, PROVIDING ON-LINE
AND VIA TELEVISION SCHEDULES AND LISTS OF PROGRAMMING
INFORMATION AND PROGRAMMING GUIDES; PROGRAMMING ON A
GLOBAL COMPUTER NETWORK, DISTRIBUTION OF TELEVISION
PROGRAMS FOR OTHERS, PROVIDING ON-LINE INTERACTIVE
COMPUTER DATABASES OF INFORMATION IN THE FIELDS OF
ENTERTAINMENT NEWS, CURRENT EVENTS, SPORTS, AND PROVIDING
ON-LINE INTERACTIVE COMPUTER DATABASES OF INFORMATION ON
SATELLITE TELEVISION PROGRAMMING LISTS AND SCHEDULES OF
OTHERS

U.S. Registration
No.

3051286 Application Date 11/28/2001

Registration Date 01/24/2006 Foreign Priority
Date

NONE

Word Mark DIRECTV

Design Mark

Description of
Mark

NONE

Goods/Services Class 038. First use: First Use: 1994/06/17 First Use In Commerce: 1994/06/17
Satellite television broadcasting services, broadcasting programs via a global
computer network, electronic mail services, electronic transmission of messages
and data, pay-per-view transmission services, delivery of messages by
electronic transmission; video broadcasting and messaging services, video-
on-demand transmission services, providing multiple user access to a global
computer information network, rental of satellite broadcasting equipment

U.S. Registration
No.

3051285 Application Date 11/28/2001

Registration Date 01/24/2006 Foreign Priority
Date

NONE

Word Mark DIRECTV



Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1998/10/01 First Use In Commerce: 1998/10/01
Telecommunications products, namely, receivers, receiver modules, modulators,
transmitters, multiplexers, decoder boxes, data processors, integrated circuits,
set-top boxes primarily comprised of a receiver and circuitry, computer
controlling hardware and software for use in the aforementioned goods, satellite
dishes, remote controllers, video display devices, namely, television sets, video
projectors, and video monitors, antennas, installation kits primarily comprising
cables, phone cords, cable ties, cable clips, ground wire, phone adapters, and
parts for the aforesaid goods, video distribution equipment, namely, amplifiers,
pre-amplifiers, block signal converters, routers, electrical switches, encoders,
decoders, and accessories, namely, telephone jacks, chimney mounts, surge
protectors, cables, connectors and fittings all for use in the direct-to-home
satellite broadcasting industry

U.S. Registration
No.

2939061 Application Date 11/21/2001

Registration Date 04/12/2005 Foreign Priority
Date

NONE

Word Mark DIRECTV

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1998/10/01 First Use In Commerce: 1998/10/01
Telecommunications products, namely, receivers, receiver modules, decoder
boxes, satellite dishes; remote controllers; video display devices, namely,
television sets and video monitors, antennas, computer controlling hardware and
software for use in the aforementioned goods, installation kits primarily
comprising cables, phone cords, cable ties, cable clips, ground wire, phone
adapters, and parts for the aforesaid goods, and accessories, namely, telephone
jacks, chimney mounts, surge protectors, all for use in the direct-to-home
satellite broadcasting industry, decorative refrigerator magnets, calculators



U.S. Registration
No.

2820253 Application Date 11/28/2001

Registration Date 03/02/2004 Foreign Priority
Date

NONE

Word Mark DIRECTV

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 2000/10/00 First Use In Commerce: 2000/10/00
Computer data information services, namely, providing online databases
featuring general and local news and information to specific geographic areas

U.S. Registration
No.

2740757 Application Date 11/28/2001

Registration Date 07/22/2003 Foreign Priority
Date

NONE

Word Mark DIRECTV

Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 1994/06/17 First Use In Commerce: 1994/06/17
Television programming and production services, programming on a global
computer network, distribution of television programs for others, providing on-
line interactive computer databases of information in the fields of entertainment
news, current events, sports, and providing on-line interactive computer
databases of information on satellite television programming lists and schedules
of others

U.S. Registration
No.

2738513 Application Date 11/28/2001

Registration Date 07/15/2003 Foreign Priority NONE



Date

Word Mark DIRECTV

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 2000/10/00 First Use In Commerce: 2000/10/00
Clothing, namely, shirts, golf shirts, jackets, wind-resistant jackets, sweatshirts,
t-shirts, caps, hats, sweaters, sweat pants, sleepwear, shorts, rainwear [ , wrist
bands ]

U.S. Registration
No.

2715585 Application Date 07/03/2002

Registration Date 05/13/2003 Foreign Priority
Date

NONE

Word Mark D

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1998/10/01 First Use In Commerce: 1998/10/01
Telecommunications products, namely, receivers, receiver modules, modulators,
transmitters, multiplexers, decoder boxes, data processors, integrated circuits,
set-top boxes primarily comprised of a receiver and circuitry, computer
controlling hardware and software for use in the aforementioned goods, satellite
dishes, remote controllers, video display devices, namely, television sets, video
projectors, and video monitors, antennas, installation kits primarily comprising
cables, phone cords, cable ties, cable clips, ground wire, phone adapters, and
parts for the aforesaid goods, video distribution equipment, namely, amplifiers,
pre-amplifiers, block signal converters, routers, electrical switches, encoders,
decoders, and accessories, namely, telephone jacks, chimney mounts, surge
protectors, cables, connectors and fittings all for use in the direct-to-home
satellite broadcasting industry
Class 016. First use: First Use: 1994/06/17 First Use In Commerce: 1998/10/01
Cardboard floor display units for merchandising products, instruction manuals



for use in connection with direct-to-home satellite equipment and services,
magazines, brochures, [ books, ] and printed programming guides in the field of
direct-to-home satellite services, writing paper, [ binders, ] posters, note pads,
pens, pencils, address books, [ appointment books, ] book marks, [ stationery
boxes, ] calendars, [ gift cards, ] decals, desk sets, diaries, stationery-type
portfolios, [ bumper stickers, ] paper napkins
Class 038. First use: First Use: 1994/06/17 First Use In Commerce: 1998/10/01
Satellite television broadcasting services, broadcasting programs via a global
computer network, providing and processing interactive access to information
via an electronic communication network, [ electronic mail services, ] electronic
transmission of messages and data, pay-per-view transmission services,
delivery of messages by electronic transmission; [ video broadcasting and
messaging services, ] video-on-demand transmission services, providing
multiple user access to a global computer information network, rental of satellite
broadcasting equipment
Class 041. First use: First Use: 1994/06/17 First Use In Commerce: 1998/10/01
Television programming and production services, programming on a global
computer network, distribution of television programs for others, providing on-
line interactive computer databases of information in the fields of entertainment
news, current events, sports, and providing on-line interactive computer
databases of information on satellite television programming lists and schedules
of others; computer data information services, namely, providing databases
featuring general and local news and information to specific geographic areas;
providing on-line news in the nature of current events reporting

U.S. Registration
No.

2639279 Application Date 11/21/2001

Registration Date 10/22/2002 Foreign Priority
Date

NONE

Word Mark DIRECTV

Design Mark

Description of
Mark

NONE

Goods/Services Class 038. First use: First Use: 1994/06/17 First Use In Commerce: 1994/06/17
Satellite television transmission and broadcasting services; pay-per-view
television transmission services

U.S. Registration
No.

2628178 Application Date 11/21/2001

Registration Date 10/01/2002 Foreign Priority
Date

NONE

Word Mark DIRECTV



Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1994/06/17 First Use In Commerce: 1994/06/17
Clothing, namely, shirts, golf shirts, jackets, wind-resistant jackets, sweatshirts,
t-shirts, caps, and hats

U.S. Registration
No.

2618103 Application Date 11/21/2001

Registration Date 09/10/2002 Foreign Priority
Date

NONE

Word Mark DIRECTV

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 1994/06/17 First Use In Commerce: 1994/06/17
Cardboard floor display units for merchandising products, instruction manuals
for use in connection with direct-to-home satellite equipment and services, [
magazines, ] brochures, [ books,] and printed programming guides in the field of
direct-to-home satellite services, writing paper, [ binders, ] posters, [ note pads, ]
pens, [ pencils, address books, appointment books, book marks, stationery
boxes, calendars, gift cards,] decals, [ desk sets, diaries, stationery-type
portfolios, bumper stickers, paper napkins ]

U.S. Registration
No.

2618102 Application Date 11/21/2001

Registration Date 09/10/2002 Foreign Priority
Date

NONE

Word Mark DIRECTV



Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 1994/06/17 First Use In Commerce: 1994/06/17
Television programming and production services; distribution of television
programs for others

U.S. Registration
No.

2601497 Application Date 12/04/1998

Registration Date 07/30/2002 Foreign Priority
Date

NONE

Word Mark D

Design Mark

Description of
Mark

The mark consists of a stylized letter "D" and a cyclone within a rectangle.

Goods/Services Class 009. First use: First Use: 2000/08/01 First Use In Commerce: 2000/08/01
TELECOMMUNICATIONS PRODUCTS, NAMELY, RECEIVERS, RECEIVER
MODULES, MODULATORS, TRANSMITTERS, MULTIPLEXERS, DECODER
BOXES, [ DATA PROCESSORS, ] INTEGRATED CIRCUITS, SET-TOP
BOXES PRIMARILY COMPRISED OF A RECEIVER AND CIRCUITRY,
COMPUTER CONTROLLING HARDWARE AND SOFTWARE FOR USE IN
THE AFOREMENTIONED GOODS, SATELLITE DISHES, REMOTE
CONTROLLERS, VIDEO DISPLAY DEVICES, NAMELY, TELEVISION SETS, [
VIDEO PROJECTORS, AND VIDEO MONITORS, ] ANTENNAS,
INSTALLATION KITS PRIMARILY COMPRISING CABLES, PHONE CORDS,
CABLE TIES, CABLE CLIPS, GROUND WIRE, PHONE ADAPTERS, AND
PARTS FOR THE AFORESAID GOODS, VIDEO DISTRIBUTION EQUIPMENT,
NAMELY, AMPLIFIERS, PRE-AMPLIFIERS, BLOCK SIGNAL CONVERTERS,
ROUTERS, [ ELECTRICAL SWITCHES, ] ENCODERS AND DECODERS FOR
THE DISTRIBUTION OF VIDEO SIGNALS, AND ACCESSORIES, NAMELY, [
TELEPHONE JACKS, CHIMNEY MOUNTS, SURGE PROTECTORS, ]
CABLES, CONNECTORS AND PARTS ALL FOR USE IN THE DIRECT-
TO-HOME SATELLITE BROADCASTING INDUSTRY
Class 016. First use: First Use: 2000/08/01 First Use In Commerce: 2000/08/01



CARDBOARD FLOOR DISPLAY UNITS FOR MERCHANDISING PRODUCTS,
INSTRUCTION MANUALS FOR USE IN CONNECTION WITH DIRECT-
TO-HOME SATELLITE EQUIPMENT AND SERVICES, [ MAGAZINES, ]
BROCHURES, [ BOOKS, AND ] PRINTED PROGRAMMING GUIDES IN THE
FIELD OF DIRECT-TO-HOME SATELLITE SERVICES, [ WRITING PAPER,
BINDERS, ] POSTERS, [ NOTE PADS, ] PENS, [ PENCILS, ADDRESS
BOOKS, APPOINTMENT BOOKS, BOOK MARKS, STATIONERY BOXES,
CALENDARS, GIFT CARDS, ] DECALS, [ DESK SETS, DIARIES,
STATIONERY-TYPE PORTFOLIOS, BUMPER STICKERS ]
Class 025. First use: First Use: 2000/08/01 First Use In Commerce: 2000/08/01
CLOTHING, NAMELY, SHIRTS, GOLF SHIRTS, JACKETS, WIND-RESISTANT
JACKETS, SWEATSHIRTS, T-SHIRTS, CAPS, HATS, SWEA TERS, SWEAT
PANTS, SLEEPWEAR, SHORTS, RAINWEAR [ , WRIST BANDS ]
Class 035. First use: First Use: 2000/08/01 First Use In Commerce: 2000/08/01
DATA PROCESSING; RETAIL STORE SERVICES, NAMELY, ON-LINE
RETAIL STORE SERVICES FEATURING GENERAL MERCHANDISE; AND
RETAIL STORE SERVICES, AVAILABLE THROUGH COMPUTER
COMMUNICATIONS [ AND INTERACTIVE TELEVISIONS ] FEATURING
GENERAL MERCHANDISE
Class 038. First use: First Use: 2000/08/01 First Use In Commerce: 2000/08/01
SATELLITE TELEVISION BROADCASTING SERVICES, BROADCASTING
PROGRAMS VIA A GLOBAL COMPUTER NETWORK, PROVIDING AND
PROCESSING INTERACTIVE ACCESS TO INFORMATION VIA AN
ELECTRONIC COMMUNICATION NETWORK, [ ELECTRONIC MAIL
SERVICES, ] ELECTRONIC TRANSMISSION OF MESSAGES AND DATA,
PAY-PER-VIEW TRANSMISSION SERVICES, DELIVERY OF MESSAGES BY
ELECTRONIC TRANSMISSION; [ VIDEO BROADCASTING AND MESSAGING
SERVICES, ] VIDEO-ON-DEMAND TRANSMISSION SERVICES, PROVIDING
MULTIPLE-USER ACCESS TO A GLOBAL COMPUTER INFORMATION
NETWORK
Class 041. First use: First Use: 2000/08/01 First Use In Commerce: 2000/08/01
TELEVISION PROGRAMMING AND PRODUCTION SERVICES,
PROGRAMMING ON A GLOBAL COMPUTER NETWORK, DISTRIBUTION OF
TELEVISION PROGRAMS FOR OTHERS, PROVIDING ON-LINE
INTERACTIVE COMPUTER DATABASES OF INFORMATION IN THE FIELDS
OF ENTERTAINMENT NEWS, FINANCIAL NEWS, CURRENT EVENTS,
SPORTS, AND PROVIDING ON-LINE INTERACTIVE COMPUTER
DATABASES OF INFORMATION ON SATELLITE TELEVISION
PROGRAMMING LISTS AND SCHEDULES OF OTHERS
Class 042. First use: First Use: 2000/08/01 First Use In Commerce: 2000/08/01
COMPUTER DATA INFORMATION SERVICES, NAMELY, PROVIDING
DATABASES FEATURING GENERAL AND LOCAL NEWS AND
INFORMATION TO SPECIFIC GEOGRAPHIC AREAS

U.S. Registration
No.

2372271 Application Date 01/21/1999

Registration Date 08/01/2000 Foreign Priority
Date

NONE

Word Mark NONE



Design Mark

Description of
Mark

The mark consists of a stylized letter "D" and a cyclone within a rectangle.

Goods/Services Class 009. First use: First Use: 1998/10/01 First Use In Commerce: 1998/10/01
Telecommunications products namely, receivers, receiver modules, decoder
boxes, satellite dishes, remote controllers, video display devices, namely,
television sets and video monitors, antennas, installation kits primarily
comprising cables, phone cords, cable ties, cable clips, ground wire, phone
adapters, and parts for the aforesaid goods, and accessories, namely, telephone
jacks, chimney mounts, surge protectors, all for use in the direct-to-home
satellite broadcasting industry
Class 016. First use: First Use: 1994/06/17 First Use In Commerce: 1994/06/17
Cardboard floor display units for merchandising products, instruction manuals
for use in connection with direct-to-home satellite equipment and services,
magazines, brochures, books, and printed programming guides in the field of
direct-to-home satellite services, writing paper, binders, posters, note pads,
pens, pencils, address books, appointment books, book marks, stationery
boxes, calendars, gift cards, decals, desk sets, diaries, stationery-type portfolios,
bumper stickers
Class 025. First use: First Use: 1994/06/17 First Use In Commerce: 1994/06/17
Clothing, namely, shirts, golf shirts, jackets, wind-resistant jackets, sweatshirts,
t-shirts, caps, and hats

U.S. Registration
No.

1989358 Application Date 12/10/1993

Registration Date 07/23/1996 Foreign Priority
Date

NONE

Word Mark NONE

Design Mark

Description of
Mark

The mark consists of a rectangle with a stylized cyclone reversed out of it.

Goods/Services Class 016. First use: First Use: 1994/06/17 First Use In Commerce: 1994/06/17
cardboard displays, writing paper, pens, printed programming guides,



magazines and instruction manuals relating to satellite broadcasting services
and equipment
Class 025. First use: First Use: 1994/01/20 First Use In Commerce: 1994/01/20
clothing, namely T-shirts, hats, jackets, sweatshirts, sweaters, pants and
headwear
Class 038. First use: First Use: 1994/06/17 First Use In Commerce: 1994/06/17
satellite television broadcasting services
Class 041. First use: First Use: 1994/06/17 First Use In Commerce: 1994/06/17
pay-per view television programming and production services

U.S. Application
No.

85580999 Application Date 03/27/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark DIRECTV

Design Mark

Description of
Mark

The mark consists of cyclone design adjacent and to the left of "DIRECTV" in an
overall horizontal configuration.

Goods/Services Class 037. First use:
Installation services for satellite receivers, satellite dishes, telecommunications
products, namely, receivers, receiver modules, modulators, transmitters,
multiplexers, decoder boxes, data processors, integrated circuits, set-top boxes
primarily composed of a receiver and circuitry, computer controlling hardware for
use in the aforementioned goods, satellite dishes, remote controllers, video
display devices, namely, television sets, video projectors, and video monitors,
antennas, and kits composed of cables, phone cords, cable ties, cable clips,
ground wire, phone adapters, video distribution equipment, namely, amplifiers,
pre-amplifiers, block signal converters, routers, electrical switches, encoders,
decoders and accessories, namely, telephone jacks, chimney mounts, surge
protectors, cables, connectors and fittings all for use in the direct-to-home
satellite broadcasting industry

U.S. Registration
No.

4198618 Application Date 03/27/2012

Registration Date 08/28/2012 Foreign Priority
Date

NONE

Word Mark DIRECTV

Design Mark

Description of
Mark

NONE

Goods/Services Class 038. First use: First Use: 2010/10/07 First Use In Commerce: 2010/10/07
Satellite television broadcasting; Satellite transmission services; Broadcasting
programs via a global computer network; Video-on-demand transmission
services; Pay-per-view television transmission services; Streaming of audio and



video content on the internet; Electronic transmission of data via global
computer networks, wireless networks and electronic communication networks;
Providing access to global computer networks, wireless networks and
telecommunication networks for transmission or receipt of data; Satellite
television broadcasting and transmission services featuring interactive television
viewing functions that permit users to view and share audio files, video files,
photographs, images and other multimedia content between and among
computers, set-top-boxes, and other audiovisual devices, all of the
aforementioned services excluding the transmission of games over satellite,
broadcast and global computer networks, cellular-based entertainment services,
and gaming services
Class 041. First use: First Use: 2010/10/07 First Use In Commerce: 2010/10/07
Distribution of television programs for others; television programming;
programming on a global computer network; entertainment services, namely,
providing ongoing television programs featuring music, musical entertainment,
information about music and entertainment in the field of music, all via satellite;
providing on-line interactive computer databases in the field of entertainment
information featuring television programming lists, program schedules and
program- related information; providing on-line interactive computer databases
featuring entertainment information and schedules about television
programming, movies, and other digital images, audio, video and other
multimedia materials; Entertainment services, namely, providing on-line
computer games; providing computer games via satellite transmission; providing
a computer game for use network-wide by network users; Entertainment
services, namely, providing ongoing television programs featuring general news
and local news that also include interactive functions that permit viewers to view
multiple images and sources of television programming simultaneously;
Entertainment services, namely, providing ongoing television programs featuring
general news and local news as well as a variety of information of interest to
specific geographic areas that also include interactive components that let
viewers choose what to watch at various times, to obtain information about
popular programs in their local viewing area and to more narrowly define the
types of related information they receive and programs they view; Entertainment
services, namely, ongoing television programs in the field of geographical,
categorical, real-time programming ratings that also include interactive
components that let viewers more narrowly define the types of related
information they receive and programs they view. Entertainment services,
namely, providing ongoing television programs featuring general information
relating to satellite television service, satellite television equipment and
hardware, satellite television programming and audio, visual and other
multimedia content that also include interactive components that allow users to
define their viewing preference; On-line, nondownloadable newsletters featuring
general information relating to entertainment, namely, television, movies and
other multimedia entertainment-related content; On-line, nondownloadable
newsletters featuring general information relating to satellite telecommunication
services and satellite telecommunications hardware; and entertainment
services, namely, providing ongoing television programs in a wide variety of
fields that also feature interactive television viewing functions that permit viewers
to view and use computer applications simultaneously while viewing television
programs

U.S. Application
No.

85581007 Application Date 03/27/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark DIRECTV



Design Mark

Description of
Mark

The mark consists of cyclone design adjacent and to the left of "DIRECTV" in
overall horizontal orientation.

Goods/Services Class 009. First use: First Use: 2010/10/07 First Use In Commerce: 2010/10/07
Telecommunications products, namely, set-top boxes primarily comprised of a
receiver and circuitry; Telecommunications products, namely, digital video
recorders; Computer software for use with telecommunications products,
namely, set-top boxes primarily comprised of a receiver and circuitry; Computer
software for use with telecommunications products, namely, digital video
recorders; Computer software for use in accessing and viewing interactive
television program guides via global computer networks, wireless networks and
electronic communication networks; Computer software for the remote
programming of audio and video devices via global computer networks, wireless
networks and electronic communication networks; Computer software for the
reproduction, processing and streaming of audio, video and multimedia content;
remote controls; Telecommunications products, namely, computer hardware and
software for receiving, converting, transmitting, streaming, and reviewing audio,
video, graphics, images, data and information recorded on digital video
recorders; Downloadable computer software for operating telecommunications
products; Downloadable software in the nature of a mobile application for
operating telecommunications products
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The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
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Name Candice E. Kim

Date 01/04/2013



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Application Ser. No. 85/430,480

For the mark:

Published in the Official Gazette on September 11, 2012

DIRECTV, LLC, a California limited liability

company,

Opposer,

vs.

COURION CORPORATION, a Delaware corporation,

Applicant.

)

)

)

)

)

)

)

)

)

)

Opposition No. _____________

NOTICE OF OPPOSITION

Opposer DIRECTV, LLC (“DIRECTV” or “Opposer”), a California limited liability company

located at 2230 East Imperial Highway, El Segundo, California 90245, believes that it will be damaged

by the issuance of a registration for the mark that is the subject of Application Serial No. 85/430,480 (the

“Application”) and hereby opposes the same pursuant to Section 13 of the Trademark Act of 1946, 15

U.S.C. § 1063.

As grounds for the opposition, DIRECTV asserts as follows:

1. DIRECTV is the nation’s leading satellite television service provider, providing

innovative and advanced products and services to over 19 million customers in the United States alone.

2. Since at least as early as 1994, DIRECTV has continuously and exclusively used the

design logo depicted below:
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(the “DIRECTV Logo”) and variations thereof (collectively, the “DIRECTV Marks”), in connection with

an extensive range of communications and telecommunications related goods and services, including

satellite television broadcasting, dissemination of information and data via the Internet, providing and

processing interactive access to information via an electronic communication network, providing

multiple user access to a global computer information network, providing online interactive computer

databases, and computer data information services, among others.

3. DIRECTV owns both common law rights and federal registrations for the well-known

DIRECTV Marks, which registrations date back prior to any date on which Applicant can rely, and has

been using these marks in connection with communications and telecommunications product, in addition

to a variety of collateral goods and services, since at least as early as June 1994. A list of DIRECTV’s

U.S. registrations and pending applications for the DIRECTV Marks is attached hereto as Exhibit A.

These registrations are valid, subsisting, and in full force and effect, and constitute prima facie evidence

of the validity of the DIRECTV Marks and DIRECTV’s exclusive right to use the marks on the goods

and services identified in the registrations. A copy of the registration certificates and corresponding

TSDR status reports are attached hereto as Exhibit B and are made part of the record in these

proceedings.

4. Since its establishment over 18 years ago, and continuously through to the present

without abandonment, DIRECTV has advertised, promoted, marketed, offered, and sold its goods and

services in commerce under the DIRECTV Marks, establishing valuable common law rights in the marks

in addition to the rights afforded by its federal trademark registrations.

5. Through continuous and exclusive use in commerce, and as a result of extensive

marketing, promotion, advertising, and sales activity, DIRECTV’s well-known and distinctive DIRECTV

Marks are closely associated with DIRECTV’s long-standing reputation for quality and excellence in the

telecommunications industry, and the purchasing public has come to know, rely upon, and recognize the

goods and services of DIRECTV by such marks. Based on this extensive and prominent use, the
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DIRECTV Marks, including the DIRECTV Logo, have achieved widespread recognition and fame, and

represent enormous value and goodwill.

6. Upon information and belief, Applicant Courion Corporation (“Courion” or “Applicant”)

is a Delaware corporation located at 1900 West Park Drive, First Floor, Westborough, Massachusetts

01581-3919.

7. According to the U.S. Patent and Trademark Office (“PTO”) records, on September 23,

2011, Applicant filed application Ser. No. 85/430,480 to register the design logo depicted immediately

below:

(“Applicant’s Mark”) covering:

“Computer software for use to compile, manage, encrypt and store personal

information; Computer software for use to access, collect and modify network

user identification; Computer software for workflow, helpdesk and network

security management; Computer software for use to automate password

management allowing users to securely reset and synchronize passwords across

multiple applications, the internet, and local, wide area and other global

computer networks; Computer software to enable users of other computer

products to connect to and use customer help and support functions across

multiple applications, the internet, and local, wide area and other global

computer networks; Computer software for automating and managing security

policy administration, enforcement, and compliance for users of software

applications; computer software, namely, identification management software

for defining, managing, establishing and assigning sets of users' access rights to

applications, data, and networks; computer software to receive, aggregate,

define, store, model, manage, send, and present information on relationships

between people and their access rights to processes, projects, data, locations, and

business resources in an organization; Computer software for registering and

authenticating digital certificates; Computer software for accessing, creating and

modifying network user identification information; computer software for

workflow management, help desk management, and network security; Computer

software which provides analysis of data being accessed within a network”

in Class 9 (the “Application”). The Application was filed on an intent-to-use basis.

8. Applicant’s Mark is highly similar to the DIRECTV Logo and DIRECTV Marks. In

particular, Applicant’s Mark is a curved design element that is confusingly similar to the DIRECTV
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Logo, as both marks display a curve that widens in the middle, appears to decrease at the ends, and is

incorporated into a standard square design. Even in viewing the DIRECTV Logo and Applicant’s Mark

side-by-side, the similarities are undeniable as there are clearly confusingly similar overlapping elements.

These overlapping elements directly evoke the distinctive commercial impression associated with the

DIRECTV Logo and DIRECTV Marks. Given the fame and reputation of the DIRECTV Marks in the

field of communications and telecommunications, this overlap is likely to cause consumer confusion in

the marketplace as to Applicant’s association with DIRECTV.

9. Further exacerbating the potential likelihood of confusion, Applicant has applied to

register (in a separate application) and uses Applicant’s Logo in a similar blue coloring that DIRECTV

has registered and uses its DIRECTV Logo.1

10. Moreover, the goods identified in Applicant’s Application are identical, overlapping

and/or commercially related to the goods and services covered by DIRECTV’s registrations and/or prior-

filed applications for the DIRECTV Marks. Significantly, the DIRECTV Marks are used in connection

with, among other things:

“Computer software for use in accessing and viewing interactive television

program guides via global computer networks, wireless networks and electronic

communication networks; Computer software for the remote programming of

audio and video devices via global computer networks, wireless networks and

electronic communication networks; Computer software for the reproduction,

processing and streaming of audio, video and multimedia

content…Telecommunications products, namely, computer hardware and

software for receiving, converting, transmitting, streaming, and reviewing audio,

video, graphics, images, data and information recorded on digital video

recorders; Downloadable computer software for operating telecommunication

products…”

1Below is an example of one of the uses of Applicant’s Logo and the DIRECTV Logo. While presented

side-by-side here, we note that the standard for a likelihood of confusion is not a side-by-side comparison

since ordinary consumers retain only a general impression of a mark. Courts tend to focus on the lesser

standard of “general recollection” produced by the marks.

Applicant’s Logo DIRECTV Logo
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11. Upon information and belief, the goods identified in Applicant’s Application would be

offered to the same, substantially similar, and/or overlapping classes of consumers as those to which

DIRECTV offers.

12. Upon information and belief, the goods identified in Applicant’s Application would be

offered through the same, substantially similar, and/or overlapping channels of trade as those through

which DIRECTV offers its goods and services.

13. Applicant’s Application was filed on an intent-to-use basis on September 23, 2011, long

after DIRECTV’s first use in commerce and registration of its famous and distinctive DIRECTV Marks.

DIRECTV clearly has priority of use and registration over Applicant.

14. There has never been any relationship between Applicant and DIRECTV and DIRECTV

has not consented to or authorized Applicant’s use or application to register the mark opposed herein.2

15. Registration of Applicant’s Mark in connection with the goods identified in the

Application would be inconsistent with DIRECTV’s superior rights in the DIRECTV Marks and would

be damaging to DIRECTV.

16. In short, due to the confusing similarities between the parties’ marks and underlying

goods, it is likely that consumers will mistakenly believe that Applicant’s Mark is connected to or

otherwise associated with DIRECTV, or that DIRECTV has, to some degree, sponsored or endorsed

Applicant’s goods and services. Accordingly, Applicant’s Mark is likely to cause confusion, mistake

and/or deception among the consuming public regarding the source, affiliation and/or sponsorship

between DIRECTV and its goods and services, and Applicant and its goods and services. In addition,

because of the fame acquired by the DIRECTV Marks, registration of Applicant’s Mark will dilute the

value and distinctive quality of the DIRECTV Marks.

2 Curiously, Applicant also maintains a registration for the mark DIRECT! (Reg. No. 3,089,904) in Class

9. Use of Applicant’s Logo with or near Applicant’s registered mark DIRECT! would undoubtedly cause

consumer confusion as to the source or origin of Applicant’s goods and services.
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17. The proposed use and registration by Applicant of Applicant’s Mark for the goods

identified in Application Serial No. 85/430,480 is likely to cause confusion, mistake or deception by

having the public erroneously assume or believe that such goods emanate from the same source or origin

as DIRECTV, or are in some other way associated, endorsed, licensed, authorized, sponsored by, or,

connected with DIRECTV, all to DIRECTV’s irreparable damage in violation of Section 2(d) of the

Trademark Act of 1946, 15 U.S.C. § 1052(d)

18. Applicant’s proposed registration and use of Applicant’s Mark would falsely suggest a

connection with DIRECTV and/or DIRECTV’s goods and/or services, thereby causing loss, damage and

injury to DIRECTV, in violation of Section 2(a) of the Trademark Act of 1946, 15 U.S.C. § 1052(a).

19. By reason of the similarity between Applicant’s Mark and the DIRECTV Marks, the

fame of the DIRECTV Marks and the exclusive association between the DIRECTV Marks and

DIRECTV, registration of Applicant’s Mark would dilute and/or is likely to dilute the DIRECTV Marks

by impairing the distinctiveness of the DIRECTV Marks to identify exclusively goods and services from

DIRECTV. Accordingly, registration of the mark shown in the Application herein opposed violates the

Federal Trademark Dilution Act, 15 U.S.C. § 1125(c).

For the reasons set forth herein, DIRECTV believes and asserts that it will be damaged by the

registration of Application Serial No. 85/430,480. Accordingly, DIRECTV prays that this Opposition be

sustained, and that Applicant be refused registration of its mark for the goods set forth in Application

Serial No. 85/430,480.

* * * *
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This Notice of Opposition is being filed electronically, accompanied by payment of the $300.00

filing fee. In the event of a deficiency, please charge the filing fee to the deposit account of Opposer’s

counsel, No. 50-0653.

Respectfully submitted,

Dated: January 4, 2013 By:

Susan L. Heller

Candice E. Kim

GREENBERG TRAURIG, LLP

1840 Century Park East, Suite 1900

Los Angeles, California 90067

LATM2@gtlaw.com

Counsel for Opposer
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CERTIFICATE OF SERVICE

I hereby certify that I served a copy of the foregoing NOTICE OF OPPOSITION upon Applicant by

depositing one copy thereof in the U.S. Mail, First-Class Certified Mail, postage prepaid, on January 4,

2013, addressed as follows:

Robert M. O’Connell, Jr.

Goodwin Procter LLP

Exchange Place 53 State Street

Boston, Massachusetts 02109

and to

Courion Corporation

1900 West Park Drive, First Floor

Westborough, Massachusetts 01581-3919




































































































































































































































































































































































































































































































